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Art Unit: 3691 

DETAILED ACTION 



1. The following application is in response to Applicant's Appeal Brief filed 18 September 
2006. 



Status of Claims 

2. Claims 1-19 are pending. 

Response to Appeal Brief 

3. In view of the Appeal Brief filed on 18 September 2006, PROSECUTION IS HEREBY 
REOPENED. A new grounds of rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of the following 
two options: 

(1) file a reply under 37 CFR 1.1 1 1 (if this Office action is non-final) or a reply under 37 
CFR 1.113 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41.31 followed by an 
appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and appeal brief fee 
can be applied to the new appeal. If, however, the appeal fees set forth in 37 CFR 41 .20 have 
been increased since they were previously paid, then appellant must pay the difference between 
the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by signing 

below: 
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Claim Rejections - 35 USC §112 



4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 1-19 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Regarding claim 1, line 6, Applicant states, "integrating by a second computer unit usage 
information with customer profile information of the customer provided by a second tier of the 
multiple tiers." This limitation renders the claim indefinite because it is not clear whether the 
"unit usage information" is the same or different from the unit usage information referenced in 
the first limitation, line 4 of the claim in which "unit usage information" is collected. Without 
such clarification it is not clear what Applicant regards as the invention and therefore claim 1 is 
indefinite. For examination purposes, the unit usage information found in the second limitation 
is interpreted to be the same as in the first limitation. Claims 2-19 stand rejected under 35 
U.S.C. 112, second paragraph based on their dependency to claim 1. 

Examiner notes that this rejection could be overcome by adding the words "the" or "said" 
before "unit usage information" in line 6 to clarify that the usage information is the same as the 
usage information referenced in line 4. 
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Claim Rejections - 35 USC §102 

6. the following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

7. Claims 1-5 and 8-19 are rejected under 35 U.S.C. 102(e) as being anticipated by Savage 
et al. (hereinafter Savage) U.S. Publication No. 2002/0026394 Al. 

Regarding claim 1, Savage teaches a method of generating and processing billing and 
payment information utilizing computing units connected to a network for a service provided 
cooperatively by multiple tiers, the method comprising the steps of (page 6, paragraph 0058 and 
Figure 3: Examiner notes computing system along with software modules for performing various 
computing tasks): 

Collecting by a first computing unit usage information of the service by a customer from 
one of a first tier of the multiple tiers or a third party (page 13, paragraph 0098); 

Integrating by a second computing unit usage information with customer profile 
information of the customer provided by a second tier of the multiple tiers (page 13, paragraph 
0099); 
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Generating by a third computer unit billing information based on the usage information 
the customer profile information and rate information for the service (page 14, paragraph 0101); 
and 

Transmitting by a fourth computer unit a bill based on the billing information to the 
customer (page 15, paragraph 0110). 

Claim 2, wherein the first computer unit collects the usage information from the first tier 
that includes a distributor of the service that is different from a generator or a provider of the 
service (page 3, paragraph 0018: Examiner notes that the billing method and system is acting as 
a distributor of the service, which is different from the provider who actually provides the 
service). 

Claim 3, wherein the second computer unit integrates the usage information with 
customer profile information provided by one of a generator, a distributor or a provider of the 
service (page 13, paragraph 0098). 

Claim 4, wherein the third computer unit generates billing information using rate 
information from one of a generator, a distributor, or a provider of the service (column 14, 
paragraph 101 and page 9, paragraph 0073). 

Claim 5, wherein the fourth computer unit generates and transmits the bill to the 
customer in the form of a paper mailing (page 15, paragraph 0110 and Figure 1,112). 
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Claim 8, further comprising: processing by a fifth computer unit payment information 
received from the customer; and allocating by a sixth computing unit payments, based on the 
payment information, to pay service providers at the multiple tiers from the payment information 
received from the customer (page 15, paragraph 0111). 

Claim 9, wherein the step of allocating payments includes allocating payments to one or 
more of a generator, a distributor, or a provider of the service (page 15, paragraph 0111 and 
Figure 28). 

Claim 10, wherein the service includes utility service (page 5, paragraph 0054). 

Claim 11, wherein the utility service includes one of power, water, gas, cable television, 
telephone, Internet, or satellite television services (page 5, paragraph 0054). 

Claim 12, wherein the fourth computer unit transmits the billing information for electric 
bill presentment to the customer using a public or private electronic network (page 5, paragraph 
0054, page 6, paragraph 0057 and page 15, paragraph 0110). 

Claim 13, wherein the public electronic network includes the Internet (page 5, paragraph 
0054, page 6, paragraph 0057 and page 15, paragraph 01 10). 
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Claim 14, wherein the step of transmitting the bill to the customer includes providing the 
billing information to a third party bill payment service (page 6, paragraph 0058: Examiner notes 
that the retail company bill aggregator as well as the financial institution aggregator (CAP) are 
third party payment services between the supply chain vendors and the customer). 

Claim 15, wherein the step of processing payment information includes using a third 
party authentication or verification service (page 6, paragraph 0058: Examiner notes that the 
retail company bill aggregator as well as the financial institution aggregator (CAP) are third 
party payment services between the supply chain vendors and the customer which include 
services such as validation). 

Claim 16, further comprising the step of performing a seventh computer unit that is 
programmed to perform data mining using the usage information and the customer profile 
information (column 2, paragraph 0013, page 3, paragraph 0021 and page 6, paragraph 0061). 

Claim 17, further comprising the step of performing data mining using the usage 
information, the customer profile information and the payment information (column 2, paragraph 
0013, page 3, paragraph 0021 and page 6, paragraph 0061). 

Claim 18, further comprising the step of using results of the data mining step to 
determine which additional services to offer to the customer). 
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Claim 19, wherein the step of collecting usage information includes receiving by the first 
computer unit a direct feed of raw data from a metering company (page 1 5, paragraph 0110: 
Examiner notes that the statement generation system takes charges from the credit card and 
telephony direct feeds). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. The text of those sections of Title 35 5 U.S. Code not included in this action can be found 
in a prior Office action. 

10. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

11. Claims 6 and 7 rejected under 35 U.S.C. 103(a) as being unpatentable over Savage et al. 
(hereinafter Savage) U.S. Publication No. 2002/0026394 Al in view of Carlin et al. (hereinafter 
Carlin) U.S. Patent 6,697,843 Bl. 
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Regarding claims 6 and 7 Savage teaches that bills may be delivered to the customer by 
paper invoice (page 15, paragraph 0110). Savage fails to teach printing the bill at an optimal 
mailing location based on the address, transportation cost, environmental impact or mail capacity 
of a distributor and mailing the bill to the customer. Carlin teaches a system and method for 
hybrid mail with distribution processing wherein multiple mail centers produce finished mail 
pieces sorted based on zip code (column 3, lines 35-59). Carlin further teaches that mailing data 
includes billing amounts when forming the finished mail pieces (column 4, lines 37-65). It 
would have been obvious to one of ordinary skill in the art at the time of the Applicant's 
invention to modify the mailing teachings of Savage to include printing the bill at an optimal 
location based on address information as taught by Gilbert because it increases the speed and 
lowers the cost for delivering a paper bill to a customer. 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

a) Sansone et al. 5 U.S. Patent 5,068,797, Optimizing Mail Delivery Systems by Routing 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stefano Karmis whose telephone number is (571) 272-6744. The 
examiner can normally be reached on M-F: 8-5. 



Application/Control Number: 09/728, 152 Page 1 0 

Art Unit: 3691 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alex Kalinowski can be reached on (571) 272-6771. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Respectfully Submitted 
Stefano Karmis 
03 February 2007 



